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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 
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DETAILED ACTION 



Claim Rejections - 35 USC §103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Abe (of record) in view of 
Davis (Davis et al., US005994965 A). 

With regard to claim 1, Abe discloses a cable modem tuner comprising an upstream circuit (200, 
pg. 4, ^[48) for transmitting a data signal to a CATV station (pg. 4, ^[48, lines 5-7), wherein said upstream 
circuit includes a variable-gain power amplifying circuit (502, page 5, ^]69, where an amplifier produces 
an output signal with more power than the input signal, an amplifier is inherently a power amplifier, see 
Hill, cited below 1 ) receiving said data signal, and a control circuit (elements 51 1-520, and 522, fig. 5 A) 
transmitting a control signal to said variable gain amplifying circuit (502) for controlling said 
transmission/interruption of said data signal (pg. 5, ^|0070, where input terminal 511 corresponds to 
terminal 213 of fig. 1, pg. 4, 1J0053). Abe fails to explicitly disclose that the detail structure of the variable 
gain power amplifier (502) comprises two separate elements: a gain controllable gain control circuit, and 
a power amplifying circuit power-amplifying the data signal having been gain controlled by said gain 
control circuit. 



1 The Art of Electronics, Horowitz and Hill, Cambridge University Press, 1989, p. 61 



Application/Control Number: 10/046,300 Page 3 

Art Unit: 2611 

In an analogous art, Davis discloses a variable-gain power amplifying circuit (fig. 7) that 
comprises two separate elements: a gain controllable gain control circuit (variable attenuator, 25, fig. 7, 
where attenuation = 1/gain; hence, controlling attenuation inherently comprises controlling gain) for 
receiving a data signal (from amplifier input 305 via coupler output 311), and a power amplifying circuit 
(high-power amplifier 330) power-amplifying the data signal having been gain controlled by said gain 
control circuit (RF output of variable attenuator 25 feeds the input of high-power amplifier 330, col. 9, 
lines 7-9), for the purpose of automatically maintaining a predetermined overall gain (col. 1 1, lines 25- 
41). 

Accordingly, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made for the variable gain power amplifying circuit of Abe to include a gain controllable 
gain control circuit for receiving a data signal, and a power amplifying circuit power-amplifying the data 
signal having been gain controlled by said gain control circuit, for the purpose of automatically 
maintaining a predetermined overall gain in a cable modem upstream transmitter. 

3. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Abe in view of 
Vorenkamp, Shahar, and Johannes. 

With regard to claim 7, Abe discloses a cable modem tuner including upstream circuit (200, pg. 4, 
K48) for transmitting a data signal to a CATV station and a receiving a down signal from said CATV 
station (pg. 4, ^[48, lines 5-7), comprising: a duplexer (201 & 101, pg. 4, ^[53, lines 16-17) for branching 
the data signal to said CATV station and the down signal from said CATV station; and a return pass 
circuit (206, pg. 4, 1J53) outputting said data signal to said duplexer; said receiving unit receiving the 
down signal branched by said duplexer (100, pg. 4, TJ48), and a variable-gain power amplifying circuit 
(502, page 5, f 69, where an amplifier produces an output signal with more power than the input signal, an 
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amplifier is inherently a power amplifier, see Hill, cited above) receiving said data signal, and a control 
circuit (elements 51 1-520, and 522, fig. 5 A) transmitting a control signal to said amplifying circuit (502) 
for controlling said transmission/interruption of said data signal (pg. 5, 1J0070, where input terminal 5 1 1 
corresponds to terminal 213 of fig. 1, pg. 4, 1(0053). Abe fails to explicitly disclose said receiving unit 
includes an up converter for converting said down signal to a first intermediate frequency signal of higher 
frequency, a SAW filter for selecting the first intermediate frequency signal output from said up 
converter, and a down converter converting the first intermediate frequency signal selected by said SAW 
filter to a second intermediate frequency signal of lower frequency for output, and said SAW filter is 
formed of an oscillation circuit including a print coil or an air core coil, and that the detail structure of the 
variable gain power amplifier (502) comprises two separate elements: a gain controllable gain control 
circuit, and a power amplifying circuit power-amplifying the data signal having been gain controlled by 
said gain control circuit. 

In an analogous art, Vorenkamp discloses a cable modem tuner comprising a receiving unit for 
receiving a down signal from a CATV station (pg. 34, 1J404), wherein said receiving unit includes an up- 
converter (fig. 5, 506, 514, FIRST LO) for converting said down signal to a first intermediate frequency 
signal of higher frequency (pg. 7, ^[1 18), a filter for selecting the first intermediate frequency signal output 
from said up converter (BPF located between 514 & 516 in the signal path, fig. 5), and a down converter 
(516, 508, SECOND LO, 518, BPF located immediately after 518 in signal path, fig. 5) converting the 
first intermediate frequency signal selected by said filter to a second intermediate frequency signal of 
lower frequency for output (pg. 7, ^jl 1 8), for the purpose of permitting selectivity, distortion, and stability 
to be controlled through frequency planning (1(1 1 8). 

Consequently, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the system of Abe to include said receiving unit includes an up-converter 
for converting said down signal to a first intermediate frequency signal of higher frequency, a filter for 
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selecting the first intermediate frequency signal output from said up converter, and a down converter 
converting the first intermediate frequency signal selected by said filter to a second intermediate 
frequency signal of lower frequency for output, as taught by Vorenkamp, for the purpose of permitting 
selectivity, distortion, and stability to be controlled through frequency planning. 

In addition, Shahar discloses the use of a SAW filter, for the purpose of lowering cost (col. 9, 
lines 4-6). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the system of Abe and Vorenkamp to include a SAW filter, as taught by Shahar, for 
the purpose of lowering cost of hardware in a cable modem tuner. 

Furthermore, Johannes discloses a SAW filter formed of an oscillation circuit (resonator) 
including a print coil (shown in fig. la), for the purpose of providing high stopband rejection (col. 1, lines 
4-5). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the system of Abe, Vorenkamp, and Shahar to include a SAW filter formed of an 
oscillation circuit including a print coil, as taught by Johannes, for the purpose of providing high stopband 
rejection in a cable modem tuner. 

Accordingly, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the system of Abe, Vorenkamp, and Shahar to include a SAW filter 
formed of an oscillation circuit including a print coil, as taught by Johannes, for the purpose of providing 
high stopband rejection in a cable modem tuner. 

Additionally, in an analogous art, Davis discloses a variable-gain power amplifying circuit (fig. 7) 
that comprises two separate elements: a variable-gain power amplifying circuit (fig. 7) that comprises a 
gain controllable gain control circuit (variable attenuator, 25, fig. 7, where attenuation = 1/gain; hence, 
controlling attenuation inherently comprises controlling gain) for receiving a data signal (from amplifier 
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input 305 via coupler output 311), and a power amplifying circuit (high-power amplifier 330) power- 
amplifying the data signal having been gain controlled by said gain control circuit (RF output of variable 
attenuator 25 feeds the input of high-power amplifier 330, col. 9, lines 7-9), for the purpose of 
automatically maintaining a predetermined overall gain (col. 11, lines 25-41). 

Consequently, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made for the variable gain power-amplifying circuit of Abe, Vorenkamp, Shahar, and 
Johannes to include a gain controllable gain control circuit for receiving a data signal, and a power 
amplifying circuit power-amplifying the data signal having been gain controlled by said gain control 
circuit, for the purpose of automatically maintaining a predetermined overall gain in a cable modem 
upstream transmitter. 

Response to Arguments 

4. Applicant's arguments filed 10/26/2004 have been fully considered but they are not persuasive. In 
particular Applicant submits that with regard to claim 1 

a) neither Abe nor Davis, taken singly or in combination teach "a gain controllable gain control 
circuit receiving said data signal, at least one power amplifying circuit power amplifying the data signal 
having been gain controlled by said gain control circuit, and a control circuit transmitting a control signal 
to said at least one power amplifying circuit for controlling transmission/interruption of said data signal 
(P- 8); 

b) the teachings of Abe fail to correspond to a power amplifying circuit for power amplifying a 
data signal that is gain controlled by the gain control circuit (p. 9); 

c) the control signals inputted to the transmission processing section of Abe are not analogous to 
an input control signal inputted to "at least one power amplifying circuit" (p. 9); 
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d) Davis fails to disclose transmitting a control signal from a control circuit "to said at least one 
power amplifying circuit for controlling transmission/interruption of said data signal" (p. 10); 

e) the incorporation of the teachings of Davis is not obvious because Abe controls gain in an 
amplifier and not a power amplifier (pp. 10-1 1). 

And, with regard to claim 7 

f) neither Abe, Vorenkamp, Shahar, nor Johannes either alone or in combination teaches "an up 
converter for converting said down signal to a first intermediate frequency signal output from said up 
converter, a SAW filter for selecting the first intermediate frequency signal output from said up converter, 
and a down converter converting the first intermediate frequency signal selected by said SAW filter to a 
second intermediate frequency signal selected by said SAW filter to a second intermediate frequency 
signal of lower frequency for output" (p. 13); 

g) the combination of cited art fails to teach at least one power amplifying circuit power 
amplifying the data signal having been gain controlled by the control circuit (p. 13); 

h) the teachings of Abe fail to correspond to at least one power amplifying circuit for power 
amplifying a data signal that is gain controlled by the gain control circuit (p. 13); 

i) Vorenkamp also fails to disclose the feature recited in item (h) (pp. 13-14); 

j) Vorenkamp is silent with respect to "a SAW filter for selecting the first intermediate frequency 
signal output from said up converter" (p. 14); 

k) the SAW filter of Shahar fails to select a "first intermediate frequency signal output from said 
up converter" so that a down converter converts "the first intermediate frequency signal selected by said 
SAW filter to a second intermediate frequency signal of lower frequency for output" (pp. 14-15); 

1) Johannes fails to teach the feature recited in item (h) (p. 15); 

m) the Examiner has failed to establish proper motivation for combining the references (p. 16); 
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o) that the Examiner's rejection is predicated upon impermissible hindsight, and not upon a 
suggestion from the combination of the applied references that would have been derivable by one versed 
in the art from the references themselves (p. 16); 

p) accordingly, the Examiner has failed to established a prima facie case of obviousness of claim 
7 (p. 16); and, 

q) therefore, the rejections of claims 1 and 7 should be withdrawn (p. 17). 

In response to a), Examiner submits the features claimed are taught by the combination of Abe 
and Davis as set forth in the new rejection of claim 1, above. 

In response to b), Examiner submits that though Abe fails to explicitly describe "amplifier" as 
"power amplifying circuit", as evidenced by the citation of Hill (see above), an amplifier inherently 
constitutes a power amplifier, as set forth in the new rejection of claim 1, above. 

In response to c), Examiner submits that the control signals cited from Abe are analogous to the 

claimed subject matter, as set forth in the new rejection of claim 1, above. 

« 

In response to d), Examiner submits that Abe does in fact disclose transmitting a control signal 
from a control circuit "to said at least one power amplifying circuit for controlling 
transmission/interruption of said data signal", as set forth in the new rejection of claim 1, above. 

In response to e), Examiner submits that in light of the new rejection of claim 1, namely, that Abe 
reference inherently comprises a "power amplifying circuit", the prior art cited does in fact teach 
controlling gain in a power amplifier. 

In response to f), Examiner submits that the features claimed are taught by the combination of 
Abe, Vorenkamp, Shahar, and Johannes as set forth in the new rejection of claim 7, above. 

In response to g), Examiner submits that the features of the amended claim 7 are taught by the 
new rejection of claim 7. 
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In response to h), Examiner submits that though Abe fails to explicitly describe "amplifier" as 
"power amplifying circuit", the as evidenced by the citation of Hill (see above), an amplifier inherently 
constitutes a power amplifier, as set forth in the new rejection of claim 7, above. 

In response to i), Examiner submits that Vorenkamp was not relied upon to teach the recited 
features, and that they are taught by the combination as set forth in the new rejection of claim 7, above. 

In response to j), Examiner submits that while Vorenkamp may be silent with respect to a SAW 
filter, Vorenkamp does discloses a "filter for selecting the first intermediate frequency signal output from 
said up converter", as set forth in the rejection of claim 7, and that Vorenkamp was not relied upon to the 
specific type of filter known as a SAW filter. 

In response to k), Examiner submits that though the Applicant believes the SAW filter of Shahar 
fails to select a "first intermediate frequency signal output from said up converter" so that a down 
converter converts "the first intermediate frequency signal selected by said SAW filter to a second 
intermediate frequency signal of lower frequency for output", Shahar was not relied upon to teach this 
functionality. Instead, Vorenkamp disclose a filter to select a first intermediate frequency signal output 
from said up converter so that a down converter converts the first intermediate frequency signal selected 
by said filter to a second intermediate frequency signal of lower frequency for out (as set forth in the 
rejection of claim 7). Shahar evidences the fact that SAW filters are well known electronic filters, and are 
advantageous for at least the reason that they reduce cost. 

In response to 1), Examiner submits that Johannes was not relied upon to teach the features recited 
in item (h). 

In response to m), Examiner submits that the motivation to combine the aforementioned 
references is clearly set forth in rejections above. Applicant raises issue specifically with the motivation to 
combine the teachings of Abe and Davis, for the reason indicated in item (e) above. However, this issue 
was addressed in the response to item (e) above, and has been alleviated. 
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In response to o), Examiner submits that the only specific issue raised with respect to proper 
motivation to combine the cited references was addressed with respect to item (e), and therefore no 
further issues remain. 

In response to p), in view of the above responses, Examiners submits that a prima facie case of 
obviousness has been established of claim 7. 

Finally, in response to q), Examiner submits that in view of the above responses, the rejections of 
claims 1 and 7 will not be withdrawn. 
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Conclusion 

5. The following are suggested formats for either a Certificate of Mailing or Certificate of 
Transmission under 37 CFR 1.8(a). The certification may be included with all correspondence 
concerning this application or proceeding to establish a date of mailing or transmission under 37 CFR 
1 .8(a). Proper use of this procedure will result in such communication being considered as timely if the 
established date is within the required period for reply. The Certificate should be signed by the individual 
actually depositing or transmitting the correspondence or by an individual who, upon information and 
belief, expects the correspondence to be mailed or transmitted in the normal course of business by another 
no later than the date indicated. 



Certificate of Mailing 

I hereby certify that this correspondence is being deposited with the United States Postal Service with sufficient 
postage as first class mail in an envelope addressed to: 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

on . 

(Date) 

Typed or printed name of person signing this certificate: 



Signature: 



Certificate of Transmission 

I hereby certify that this correspondence is being facsimile transmitted to the United States Patent and Trademark 

Office, Fax No. (703) - on . 

(Date) 

Typed or printed name of person signing this certificate: 



Signature: 



Please refer to 37 CFR 1.6(d) and 1.8(a)(2) for filing limitations concerning facsimile 
transmissions and mailing, respectively. 
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Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Christopher M. Lambrecht whose telephone number is (703) 305-8710. The examiner can 
normally be reached on 9:30 AM - 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Christopher Grant can be reached on (703) 305-4755. The fax phone number for the organization where 
this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Christopher M. Lambrecht 

Examiner 
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